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PATENT COOPERATION TREATY 

From the INTERNATIONAL BUREAU 



EO/US 
PCT/JP97/01893 



PCT 

NOTIFICATION OF ELECTION 
(PCT Rule 61.2) 


To: 

United States Patent and Trademark 

Office 

(Box PCT) 

Crystal Plaza 2 

Washington, DC 20231 

ETATS-UNIS D'AMERIQUE 

in its capacity as elected Office 


Date of mailing: 

11 December 1997 (11.12.97) 




International application No.: 

PCT/JP97/01893 


'Applicant's or agent's file reference: 
660348 


International filing date: 

04 June 1997 (04.06.97) 


Priority date: 

07 June 1996 (07.06.96) 


Applicant: 

ITOH, Kyogo etal 



.1. The designated Office is hereby notified of its election made: 



X in the demand filed with the International preliminary Examining Authority on: 
27 October 1997 (27.10.97) 

| | in a notice effecting later election filed with the International Bureau on: 



2. The election | X | was 

□ 



was not 



made before the expiration of 19 months from the priority date or, where Rule 32 applies, within the time limit under 
Rule 32.2(b). 



The International Bureau of WIPO 
34, chemin des Colombettes 
1211 Geneva 20, Switzerland 



Facsimile No.: (41-22)740.14.35 



Authorized officer: 

J. Zahra 

Telephone No.: (41-22)338.83.38 



Form PCT/IB/331 (July 1992) 
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NOTIFICATION CONCERNING 
DOCUMENT TRANSMITTED 



Date of mailing (day/month/year) 

20 November 1998 (20.11.98) 



International application No. 
PCT/JP97/01893 



To: 



United States Patent and Trademark 

Office 

(Box PCT) 

Crystal Plaza 2 

Washington, DC 20231 

ETATS-UNIS D'AMERIQUE 

in its capacity as elected Office 



International filing date (day/month/year) 
04 June 1997 (04.06.97) 



Applicant 

ITOH, Kyogo et al 



The International Bureau transmits herewith the following documents and number thereof: 

copy of the English translation of the international preliminary examination report (Article 36(3)(a)) 



The International Bureau of WIPO 
34, chemin des Colombettes 
1211 Geneva 20, Switzerland 



Facsimile No.: (41-22) 740.14.35 



Authorized officer 

Sean Taylor 

Telephone No.: (41-22)338.83.38 



Form PCT/IB/310 (July 1992) 
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INTERNATIONAL FORM BUDAPEST TREATY ON THE INTERNATIONAL 

RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES OF 
PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL 
DEPOSIT 

issued pursuant to Rule 7. 1 by the 
INTERNATIONAL DEPOSITARY AUTHORITY 
identified at the bottom of this page. 



NAME AND ADDRESS NAME: Kyogo ITOH 

OF DEPOSITOR 

ADDRESS: 2-25-9, Keyaki-dai, Kiyama-cho, 
Miyaki-gun, Saga-ken 



1. IDENTIFICATION OF THE MICROORGANISMS 



Identification reference given by the 

DEPOSITOR 

E. coli JM109 (K3) 



(Deposit No.) 
FERM BP-5951 



2. SCIENTIFIC DESCRIPTION AND PROPOSED TAXONOMIC DESIGNATION 



The microorganism identified under I above was accompanied by: 

■ a scientific description 

■ a proposed taxonomic designation 



3. RECEIPT AND ACCEPTANCE 



This International Depositary Authority accepts the microorganism as identified under 1 
above, which was received by it on May 22, 1997 (dated of the original deposit). 



4. RECEIPT OF REQUEST FOR TRANSFER 



This International Depositary Authority received the microorganism as recited in the above 
item 1 on , (dated of the original deposit) and then received a request for 

transfer the original deposit to International deposition under Budapest Treaty 
on , 



5. INTERNATIONAL DEPOSITARY AUTHORITY 



Name: National Institute of Bioscience and Human -Technology Agency of 
Industrial Science and Technology 

Michio OISHI, Dr., DIRECTOR GENERAL. 

Address: 1-3, Higashi 1-chome, Tsukuba-shi, Ibaraki-ken, 305, JAPAN 

May 23, 1997 
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INTERNATIONAL FORM BUDAPEST TREATY ON THE INTERNATIONAL 

RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES OF 
PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL 
DEPOSIT 

issued pursuant to Rule 7. 1 by the 
INTERNATIONAL DEPOSITARY AUTHORITY 
identified at the bottom of this page. 



NAME AND ADDRESS NAME: Kyogo ITOH 

OF DEPOSITOR 

ADDRESS: 2-25-9, Keyaki-dai, Kiyama-cho, 
MiyaM-gun, Saga-ken 



1. IDENTIFICATION OF THE MICROORGANISMS 



Identification reference given by the 

DEPOSITOR 

KE-4CTL 



(Deposit No.) 
FERM BP-5954 



2. SCIENTIFIC DESCRIPTION AND PROPOSED TAXONOMIC DESIGNATION 



The microorganism identified under I above was accompanied by: 

■ a scientific description 

■ a proposed taxonomic designation 



3. RECEIPT AND ACCEPTANCE 



This International Depositary Authority accepts the microorganism as identified under 1 
above, which was received by it on May 23, 1997 (dated of the original deposit). 



4. RECEIPT OF REQUEST FOR TRANSFER 



This International Depositary Authority received the microorganism as recited in the above 
item 1 on , (dated of the original deposit) and then received a request for 

transfer the original deposit to International deposition under Budapest Treaty 
on . 



5. INTERNATIONAL DEPOSITARY AUTHORITY 



Name: National Institute of Bioscience and Human-Technology Agency of 
Industrial Science and Technology 

Michio OISHI, Dr., DIRECTOR GENERAL. 

Address: 1-3, Higashi 1-chome, Tsukuba-shi, Ibaraki-ken, 305, JAPAN 

May 23, 1997 
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INTERNATIONAL FORM BUDAPEST TREATY ON THE INTERNATIONAL 

RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES OF 
PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL 
DEPOSIT 

issued pursuant to Rule 7. 1 by the 
INTERNATIONAL DEPOSITARY AUTHORITY 
identified at the bottom of this page. 



NAME AND ADDRESS NAME: Kyogo ITOH 

OF DEPOSITOR 

ADDRESS: 2-25-9, Keyaki-dai, Kiyama-cho, 
Miyaki-gun, Saga-ken 



1. IDENTIFICATION OF THE MICROORGANISMS 



Identification reference given by the 
DEPOSITOR 

esophageal cancer cell line KE-4 



(Deposit No.) 
FERM BP-5955 



2. SCIENTIFIC DESCRIPTION AND PROPOSED TAXONOMIC DESIGNATION 



The microorganism identified under I above was accompanied by: 

■ a scientific description 

■ a proposed taxonomic designation 



3. RECEIPT AND ACCEPTANCE 



This International Depositary Authority accepts the microorganism as identified under 1 
above, which was received by it on May 23, 1997 (dated of the original deposit). 



4. RECEIPT OF REQUEST FOR TRANSFER 



This International Depositary Authority received the microorganism as recited in the above 
item 1 on , (dated of the original deposit) and then received a request for 

transfer the original deposit to International deposition under Budapest Treaty 
on 



5. INTERNATIONAL DEPOSITARY AUTHORITY 



Name: National Institute of Bioscience and Human-Technology Agency of 
Industrial Science and Technology 

Michio OISHI, Dr., DIRECTOR GENERAL. 

Address: 1-3, Higashi 1-chome, Tsukuba-shi, Ibaraki-ken, 305, JAPAN 

May 23, 1997 
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PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCT Article 36 and Rule 70) 



Applicant's or agent* s file reference 
660348 


See Notification of Transmittal of International 
FOR FURTHER ACTION PreIiminary Examination Report (Form PCT/IPEA/4 1 6) 


International application No. 


International filing date (day/month/year) 


Priority date (day/month/year) 


PCT/JP97/01893 


04 June 1997 (04/06/97) 


07 June 1996 (07/06/96) 


International Patent Classification (IPC) or national classification and IPC 




C12N 15/12, A61K 31/70, C12N 5/10, C07K 14/82, C07K 16/32 




Applicant 


ITOH, Kyogo 





This international preliminary examination report has been prepared by this International Preliminary Examining 
Authority and is transmitted to the applicant according to Article 36. 



This REPORT consists of a total of . 



. sheets, including this cover sheet. 



□ This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of 



sheets. 



This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 



I 


I2SI 


II 


□ 


III 


□ 


IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 


□ 



Date of submission of the demand 

27 October 1997 (27/10/97) 


Date of completion of this report 

07 July 1998 (07/07/98) 


Name and mailing address of the IPEA/JP 
Facsimile No. 


Authorized officer 
Telephone No. 



Form PCT/IPE A/409 (cover sheet) (January 1994) 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



International application No. 

PCT/JP97/01893 



I. Basis of the report 



1 . This report has been drawn on the basis of {Replacement sheets which have been famished to the receiving Office in response to an invitation 
under Article 14 are referred to in this report as "originally filed" and are not annexed to the report since they do not contain amendments.): 



|^| the international application as originally filed. 

| | the description, pages 

pages 

pages 



| | the claims, 



pages 

Nos. 
Nos. 
Nos. 
Nos. 
Nos. 



as originally filed, 
filed with the demand, 
filed with the letter of 
filed with the letter of 



, as originally filed, 

, as amended under Article 19, 

, filed with the demand, 

, filed with the letter of 

, filed with the letter of 



| | the drawings, 



sheets/fig 
sheets/fig 
sheets/fig 
sheets/fig 



, as originally filed, 
, filed with the demand, 
, filed with the letter of 
, filed with the letter of 



2. The amendments have resulted in the cancellation of: 

I 1 the description, pages 

I I the claims, Nos. 

I I the drawings, sheets/fig 



3 I I This report has been established as if (some of) the amendments had not been made, since they have been considered 
1 — ' to go beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)). 

4. Additional observations, if necessary: 



Form PCT/IPEA/409 (Box I) (January 1994) 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 


International application No. 

PCT/JP97/01893 


V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 


1. Statement 

Novelty ^fN ) 




i ii 
1-1 1 




YES 




Claims 






NO 


Inventive step (IS) 


Claims 


1-11 




YES 




Claims 






NO 


Industrial applicability (IA) 


Claims 


1-11 




YES 




Claims 






NO 



2. Citations and explanations 

The inventions of claims 1-11 are neither disclosed in any of 
the documents cited in the ISR nor in the documents considered 
to be relevant to the present inventions, and they are non- 
obvious to a person skilled in the art. 



Form PCT/ IPEA/409 (Box V) (January 1994) 



e.g. expression vectors, the necessary common attribute is the ORF (SEQ ID 
NO: 2). 

Weighing all factors including (1) that the full length ORF (SEQ ID 
NO: 2) is disclosed and (2) that any substantial variability within the genus 
arises due to addition of elements that are not part of the inventor's 
particular contribution, taken in view of the level of knowledge and skill in 
the art, one skilled in the art would recognize from the disclosure that the 
applicant was in possession of the genus of DNAs that comprise SEQ ID 
NO: 2. 

Conclusion: The written description requirement is satisfied. 
Example 9: Hybridization 

Specification: The specification discloses a single cDNA ( SEQ ID NO:l) 
which encodes a protein that binds to a dopamine receptor and stimulates 
adenylate cyclase activity. The specification includes an example wherein 
the complement of SEQ ID NO: 1 was used under highly stringent 
hybridization conditions (6XSSC and 65 degrees Celsius) for the isolation 
of cDNAs that encode proteins that bind to dopamine receptor and stimulate 
adenylate cyclase activity. The hybridizing nucleic acids were not 
sequenced. They were expressed and several were shown to encode proteins 
that bind to a dopamine receptor and stimulate adenylate cyclase activity. 
These sequences may or may not be the same as SEQ ID NO: 1 . 

Claim: 



An isolated cDNA that specifically hybridizes under highly stringent 
conditions to the complement of the sequence set forth in SEQ ID NO: 1, 



wherein said nucleic acid encodes a protein that binds to a dopamine 
receptor and stimulates adenylate cyclase activity. 

Analysis: 

A review of the full content of the specification indicates that the 
essential feature of the claimed invention is the isolated nucleic acid that 
hybridizes to SEQ ID NO: 1 under highly stringent conditions and encodes a 
protein with a specific function. The art indicates that hybridization 
techniques using a known DNA as a probe under highly stringent conditions 
were conventional in the art at the time of filing. 

The claim is drawn to a genus of nucleic acids all of which must 
hybridize with SEQ ID NO: 1 and must encode a protein with a specific 
activity. 

The search of the prior art indicates that SEQ ID NO: 1 is novel and 
unobvious. 

There is a single species disclosed (a molecule consisting of SEQ ID 
NO: 1) that is within the scope of the claimed genus. 

There is actual reduction to practice of the disclosed species. 

Now turning to the genus analysis, a person of skill in the art would 
not expect substantial variation among species encompassed within the 
scope of the claims because the highly stringent hybridization conditions set 
forth in the claim yield structurally similar DNAs. Thus, a representative 
number of species is disclosed, since highly stringent hybridization 
conditions in combination with the coding function of DNA and the level of 



skill and knowledge in the art are adequate to determine that applicant 
in possession of the claimed invention. 

Conclusion: The claimed invention is adequately described. 



